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Remarks 

The Examiner is reminded that the Applicant has received a number of official actions in 
this application dealing with the merits of the pending claims without receiving a final 
rejection. Note the official action dated September 26, 2002, the official action dated May 
28, 2003 which was replaced with an official action dated June 18, 2003, an official action 
dated January 14, 2004 and now this official action dated July 29, 2004. 

If the Examiner is not prepared to allow the claims in this application, then the Applicant 
respectfully requests that the Examiner issue a final rejection so that this matter can be 
taken to the Board of Appeals. It is unfair to the Applicant to continue to issue official 
actions which have contained and currently contain improper prior art rejections. 

Turning now to the present official action, the Examiner starts off with a double- 
patenting objection under 37 CFR 1.75. The Examiner directs the Applicant's attention 
to MPEP 706.03(k). With all due respect to the Examiner, it appears that the Examiner 
has not read the MPEP section to which he directs Applicant. Enclosed herewith is a 
copy of the MPEP section in question. The Examiner is respectfully requested to read 
the last sentence of the first paragraph thereof which tells the Examiner that "a mere 
difference in the scope between claims has been held to be enough" to avoid a double- 
patenting or duplicate claiming objection. If the Examiner compares the claims, the 
Examiner will note that they are not identical and that they include significantly more 
than "a mere difference in scope" therebetween, and therefore the objection is not well 
taken. 

The Examiner rejects claims 1, 3-6, 8-9, 19-20, 23-26 and 28-30 under 35 U.S.C 102 as 
allegedly being anticipated by US Patent No. 5,781,327 to Brock. This grounds for 
rejection is respectfully traversed. With respect to the '327 patent, the Examiner 
characterizes element 12, shown in Figure 1 thereof as being "a laser." With all due 
respect to the Examiner, where is there any teaching in the '327 patent that element 12 
shown in Figure 1 is a "laser" as asserted by the Examiner in the official action? 
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The '327 patent characterizes element 12 as being a "optical amplifying medium/' Of 
course, lasers have optical amplifying mediums. But, they have more than just that. It is 
believed that people in the art know that lasers oscillate. Oscillators tend to have 
amplifiers and therefore it should not be too surprising that one of the elements which 
makes up a laser is indeed some sort of amplifying medium. 

Enclosed herewith is a copy of a paper found on the Internet that apparently relates to a 
course taught at a university or other school about the basics of a laser. Note that it is 
entitled "Three Key Elements in a Laser." The amplifying medium is but one element of 
a laser. 

Now, it might be that some skilled in the art might refer to the entirety of what is 
shown in Figure 1 as being a "laser" since once you connect up the optical amplifying 
medium in an optical feedback path, as shown, it might well oscillate. However, if the 
entirety of that which is shown in Figure 1 is a ring laser, for example, then its "carrier 
suppressed output" which occurs at the output of the ring laser is hardly "a single 
frequency laser having a laser output for delivering laser light at a frequency G) 0 " as 

specifically claimed by claim 1! 

With respect to the propriety of referring to the entirety of that which is shown in 
Figure 1 as being a "ring laser", please see column 4, lines 51-56 of the '327 patent. 

If the Examiner is going to continue to contend that a mere optical amplifying medium 
12 as shown in Figure 1 comprises a laser, then the Examiner is obviously reaching 
outside the disclosure of the '327 patent and must be relying upon alleged "facts" within 
the Examiner's own knowledge. As such, the Examiner is respectfully requested, in that 
event, to produce the Affidavit required by the Rules of Practice indicating why a mere 
amplifying medium comprises a laser. See 37 CFR 1.104(d)(2). 

Turning to the other assertions made by the Examiner in the official action, the 
Examiner asserts that the residual sideband filter 14 shown in Figure 1 of the '327 patent 
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meets the limitation "a filter coupled to an output of the modulator for suppressing 
and/ or passing one of the two sidebands/ 7 Filter 14 is not for "suppressing or passing 
one of the two sidebands" as specifically recited in claim 1. Moreover, note claim 9, 
which the Examiner also rejected. Claim 9 also recites that the "filter suppresses any 
carrier produced by the modulator." Filter 14 in the '327 patent does just the opposite! It 
is a narrow band filter that removes the residual sidebands. See column 4, lines 13-15 of 
the 327 patent. Note also claim 6 that recites that the filter "suppresses one of the two 
sidebands and leaves the other sideband substantially unattenuated." The Examiner 
asserts in the official action that claim 6 is anticipated by the '327 patent. How can that 
be in view of the specific disclosure in the reference to the contrary? 

Turning now to some of the other rejections in the official action, the Examiner rejects 
claims 2, 7, 21-22 and 31-34 under 35 U.S.C. 103 as allegedly being obvious over the '327 
patent in view of US Patent No. 5,777,778 to Yao. Of course, this grounds for rejection is 
also traversed. Since these claims include, by reference all of the limitations of claim 1 
and any intervening claims, the '327 patent is irrelevant for the reasons already noted. 
The citation of '778 does not help the Examiner. Indeed, the Applicant has argued that 
patent alone in the past. Now the Examiner asserts, with respect to claims 2 and 22, that 
it would somehow be obvious to use Yao's optical coupler in the embodiment of Figure 
1 of the '327 patent. The '778 patent shows an optical coupler at element 604, for 
example, in Figure 6a thereof. Since the Examiner did not identify, with particularity, 
the exact coupler that he is referring to in the official action, it is hard to know which 
coupler he has in mind when referring to Yao. But, whatever coupler it might be, why 
would a person of ordinary skill in the art who was familiar with these two references 
be motivated to stuff an optical coupler into Figure 1 of the '327 patent? Note that the 
apparatus shown in Figure 1 of the '327 patent already has an output. See the carrier 
suppressed output at the output of element 10. So, it would not seem that someone 
would be using an optical coupler in order to provide an output since Figure 1 of '327 
already has an output. Moreover, claim 2 recites that "the modulator is coupled to the 
laser via an optical coupler whereby the modulator receives a portion of a laser's 
output." Of course, this brings us back to the issue that element 12 is not a laser. But, 
ignoring that problem for the moment, why would anyone put an optical coupler 
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between the optical amplifying medium 12 and the modulator 10 since that would just 
cause light to leak out at the point? If the entirety of that which is shown in Figure 1 
oscillates, then it seems that the loop gain must be more than one. Why put in an 
element that would reduce the loop gain? What is the motivation for doing this? It is 
noted that the official action is silent with respect to any plausible motivation for 
making the change suggested by the Examiner and therefore it is submitted that the 
motivation is coming from Applicant's own disclosure as opposed to from the prior art. 
The Examiner is improperly using Applicant's own disclosure against Applicant. 



Reconsideration of the application as amended is respectfully requested. 



The Commissioner is authorized to charge any additional fees which may be required 
or credit overpayment to deposit account no. 12-0415. In particular, if this response is 
not timely filed, then the Commissioner is authorized to treat this response as including 
a petition to extend the time period pursuant to 37 CFR 1.136 (a) requesting an 
extension of time of the number of months necessary to make this response timely filed 
and the petition fee due in connection therewith may be charged to deposit account no. 
12-0415. 



I hereby certify that this correspondence is being deposited 
with the United States Post Office with sufficient postage as 
first class mail in an envelope addressed to Commissioner for 
Patents, POB 1450, Alexandria, VA 22313-1450 on 
August 16, 2004 
(Date of Deposit) 
Corinda Humphrey 



(Name of Person Signing) 



(Signature) 
August 16, 2004 




(Date) 



Respectfully submitted, 




^Rkh^x^P. Berg 
Attorney for Applicants 
Reg. No. 28,145 
LADAS & PARRY 
5670 Wilshire Boulevard, Suite 2100 
Los Angeles, California 90036 
(323) 934-2300 
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